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CROSS APPELLEE’S BRIEF. 


Jurisdiction. 
The jurisdiction of the District Court and of this 
Court of Appeals is admitted, this appeal being limited 
to the sole issue of the validity of Lugash patent °196. 


Statement of the Case. 


The issues of validity and infringement of Lugash 
227 [Find. of Fact 6-30] and the District Court’s er- 
rors with respect thereto are the subject of de- 
fendant’s appeal (App. Op. Br.) which will not be 
duplicated here. The validity of the first Lugash ’227 
patent is not in issue in this appeal. This appeal con- 
cerns only Findings of Fact 31 through 35a and Con- 
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clusions of Law G and H. The plaintiffs’ (Cross Ap- 
pellants here) many references to the other findings re- 
lating to the "227 patent (Op. Br. of Cross App.gom 
2-7) are irrelevant to this appeal. 


A. The °196 Patent. 

“The second patent in suit, Lugash °196, is di- 
rected to the load elevator of the first Lugash pat- 
ent with a unitary construction which embodies 
all associated working parts of the device being 
mounted on a main frame and attachable to the 
vehicle as a unit and which allows clearance by the 
platform of the hydraulic cylinder in the folded po- 
sition.” [Undisputed Find. of Fact 31, Vol. 1, p. 
67 le 


In the prior Lugash ’227 patent [Ex. 1], a main 
frame 3, 3 was bolted to the vehicle frame members F, 
F to support the power components (electric motor 32, 
worm gear speed reducer 18 and winch drums 26), as 
well as the lifting arms or linkages 42, 44 [Ex. 1, Col. 
2, lines 6-61]. The winch drum cables 57 were run over 
pulleys 58, 61 which were mounted to the vehicle bed 
[Ex. 1, Fig. 1]. In the ’227 alternative embodiment of 
Figure 9, hydraulic cylinders 70, 70 were provided for 
raising the lifting arms, the upper ends of the cylinders 
being connected to the vehicle body sill S. The ’227 load- 
er, therefore, was not entirely unitary in its construc- 
tion since it could not be attached to the vehicle by onlv 
the assemblying of the main frame structure 3, 3 to the 
truck frame members F, F. 

In the ’°196 patent [Exs. 2 and B] a main frame 
member 2 is attachable to the vehicle frame members F, 
F by brackets 4, 4 (Figs. 1-3). Main frame 2 mounts 
the hydraulic cylinder 27 (on A-frame 28), lifting arms 


or linkages 8, 9 and all of the power components (Fig. 
7) including the electric motor 33, hydraulic fluid 
pump 32 and reservoir 31 [Ex. 2, Col. 3, lines 45-49]. 
The objects and disclosure of the ’196 patent over those 
of the 227 patent are in the provision of a single hy- 
draulic cylinder and a unitary construction (Gabriel, 
Vol. 3, pp. 649-651). Plaintiffs’ patent expert, Mr, 
Comstock, summarized the alleged improvement of °196 
as: 

“A. The improvement, as I testified previously, 
is in making a load-lifting device of this type com- 
pletely unitary so that it could be mounted at a 
single point on the vehicle, which would provide 
the proper alignment of all the operating parts, 
both with respect to each other and with respect to 
ite velmele, (Comstock, Vol. 3, p. 2a2), 


Because of the size of platform employed and the 
orientation of the hydraulic cylinder employed by Lu- 
gash in the *196 patent exemplary embodiment, he cre- 
ated an interference between the platform and hydraulic 
cylinder when the platform is moved into its folded posi- 
momen, 2, Col. 3, lines 19-23}. 


“Q. And in 7196 Lugash clearly did not want 
the platform 16 to engage the cylinder 26, as he 
provided a slot 17, is that correct? A. That is 
right.’ (Comstock, Vol. 3, p. 252). 


No such clearance problem ever occurred in defend- 
ant’s loaders [Exs. 4 and AP] wherein the platform 
merely folds back against and rests on the hydraulic 
cylinder [Exs. 5 and AP]. The complete fabrication of 
a problem of clearance by Lugash 7196 is demonstrated 
by plaintiffs’ own current models [Ex. 21] which elim- 


ate 


inate the clearance notch 17 [Ex. 2] by merely relocat- 
ing the hydraulic cylinder (note that the models shown 
on the covers of both brochures in Exhibit 21 mount 
the electric-hydraulic power unit to the truck bed, not 
the main frame, and do not even employ the patented 
unitary construction). 


The Trial Court was fully advised as to the alleged 
improvements of the ’196 patent over the ’227 patent. 
The unitary construction and asserted clearance prob- 
lem were specifically considered by the District Court 
in its Findings of Fact 31 through 33 [ Vol. 1, paoamE 
Plaintiffs do not allege error in these findings (Speci- 
fication of Errors, Op. Br. of Cross App., pp. 10-11) 
and therefore have admitted on this appeal that the 
District Court correctly summarized the ’196 patent 
{[Find. of Fact 31], found the construction to be old 
[ Find. of Fact 32], and found that no substantial dif- 
ference exists in the problems of making the ’196 loader 
unitary from that of the prior art including defendant’s 
own prior loaders [ Find. of Fact 33]. 


Defendant here contends that the Trial Court was 
compelled to hold patent ’196 invalid on the facts and 
the authorities hereafter discussed. 


B. The Trial Court’s Grounds for Holding the 
7196 Patent Invalid. 

Plaintiffs incorrectly summarize the Court’s Findings 
into a single ground for holding Lugash ’196 invalid 
(Op. Br. of Cross App., p. 2). In the Trial @gmias 
Findings of Fact 32 and 33 [Vol. 1, p. 671) "monmmaies 
puted by plaintiffs], the Trial Court found that the 
unitary construction of truck loaders adopted by Lu- 
gash was old in the art (including prior models of de- 
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fendant’s own unitary truck loaders made and sold by 
defendant prior to the filing of the 196 patent) and 
that there is no substantial difference between the prob- 
lem of providing plaintiffs’ fold-over platform device 
with a unitary construction from that solved by prior 
art unitary devices, patents and defendant’s own prior 
models which mounted to the truck frame as an integral 
unit. From this, the Trial Court concluded that the pro- 
vision of unitary construction in the ’196 patent was 
obvious to one skilled in the art at the time of plain- 
tiffs’ purported invention [Find. of Fact 35, Vol. 1, p. 
672] and concluded that the patent was therefore in- 
valid under the provisions of Title 35, U.S.C. $103 
[Concl. of Law G, Vol. 1, p. 674]. 


Miewirias Court also tound that the 196 patent 
claims are invalid for claiming a combination of old 
elements which perform no novel or unusual functions 
in the combination not performed by them out of the 
combination [Undisputed Find. of Fact 33, Vol. 1, p. 
671 and Concl. of Law G, Vol. 1, p. 674]. 


As for a third ground for holding the ’196 patent 
invalid, the Trial Court found that the claims of patent 
196 incorporate “the claims of Lugash ’227 in combi- 
nation with other disclosures of prior art as exemplified 
by defendant’s Exs. AN-1, AN-4, AN-5, AN-7 and 
AN-8” [Find. of Fact 34, Vol. 1, p. 671]. The Trial 
Court considered the asserted “clearance problem” of 
the platform and the hydraulic cylinder and found 7196 
to be merely a variant of the claimed subject matter of 
Lugash ’227 which would be obvious to one skilled in 
fierant)| Find. of Fact 35a, Vol. 1, p. 672] and correctly 
concluded from Findings of Fact 34 and 35a that Lu- 


ie 
gash 196 is invalid as a matter of law, 350U.5.C. Sie; 


because ‘it attempts to claim the claimed subject mat- 
ter of the prior Lugash patent ’227 in combination with 
other disclosures of the prior art.” [Concl. of Law G, 
Wrole I pnO7-4\ 


The alleged improvement of the ’196 patent is an ob- 
vious adaptation of old unitary construction for truck 
loaders to plaintiffs’ device which does not produce any 
new or different function, nor obtain an unexpected re- 
sult in the °196 claimed combinations than that ob- 


tained by it in the prior art. 


jee 
ARGUMENT. 


il 
Plaintiffs Fail to Particularly Point Out Wherein the 
Findings of Fact Are Unsupported by Sub- 
stantial Evidence. 


Plaintiffs have failed to point out with particularity 
wherein the Findings of Fact 34 through 35a are as- 
serted to be in error in their Specification of Errors 
(Op. Br. Cross App. pp. 10-11). Plaintiffs only ex- 
press dissatisfaction with the District Court’s findings 
and conclusions (Specification of Errors 1-3 and 7) 
without actually informing this Court wherein the find- 
ings are in error, complain that the District Court did 
not make findings favorable to plaintiffs (Specifi- 
cation of Errors 4 through 6) and attempt to specify 
error as to the issue of infringement (Specification of 
Error 8) which is admittedly not before this Court on 
this appeal. Plaintiffs never point out in their brief 
wherein any of the Findings of Fact of the Trial Court 
are clearly erroneous because unsupported by any sub- 
stantial evidence or are contrary to the weight of the 
evidence, but rather seek to have this Court reject the 
District Court’s conclusions based upon its findings 
and accept plaintiffs’ contrived new result that the pat- 
ented loader may be positioned beneath the vehicle 


“at any desired location”’. 


“Tt is not our function to re-evaluate the evi- 
dence presented below. We cannot substitute our 
judgment for the first-hand evaluation made by the 


ee 


trier of fact. * * * Our task, rather, is to deter- 
mine if there exists evidence of substance to sup- 
port the Findings of Fact of the Trial Court. Thus, 
it does not aid appellant’s position on review to 
merely extract that evidence presented which sup- 
ports its position; rather it must additionally dem- 
onstrate that no substantial evidence was presented 
which supports the District Court’s findings in 
favor of appellee.” 

Cataphote Corporation v. DeSoto Chemical Coat- 

ings, Inc.(9th Cir., 1966), 356 F. 2d 24, 26. 


Findings of Fact 31 through 33 are not specified as 
being erroneous. The District Court’s conclusion of pat- 
ent invalidity [Concl. of Law G] is supported by these 
Findings standing alone. 


While the burden is upon plaintiffs to show that the 
findings are clearly erroneous and not supported by 
substantial evidence, defendant will hereinafter point 
out wherein the findings are supported by more than 
substantial evidence and wherein plaintiffs’ assertions 
that the Trial Court incorrectly applied principles of law 


are in error. 


In considering the patentability of the ’196 patent, 
admittedly only an alleged improvement over the ’227 
patent, it should be kept in mind that: 


“Innovation, advancement and things which add 
to the sum of useful knowledge are inherent requi- 
sites in a patent system which by constitutional 
command must ‘promote the Progress of . . . use- 
ful arts.’ This is the standard expressed in the 
Constitution and it may not be ignored. And it is in 
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this light that patent ‘validity requires reference to 
a standard written into the Constitution.’ 4. & P. 
Tea Co. v. Supermarket Corp., supra, at 154.” 


Graham v. John Deere Company of Kansas 
Gily, .... U.So..., GO"S. Ct 1684708501906). 
A review of the file history before the Patent Office 
[Ex. B] of the 7196 patent discloses that a myriad of 
old elements including motors, pumps and even conduits 
and switches to be mounted upon the main frame were 
added to the claims in order to obtain the issuance of 
this patent by the Patent Office. While the ’196 claimed 
combinations apparently passed the Patent Office stand- 
ard, it did not meet with the aforementioned Constitu- 
tional standard of adding to the sum of useful knowl- 
edge correctly applied by the District Court. 

“We have observed a notorious difference be- 
tween the standards applied by the Patent Office 
and by the Courts. While many reasons can be ad- 
duced to explain the discrepancy, one may well be 
the free reign often exercised by Examiners in 
their use of the concept:of ‘invention.’ ” 


Graham v. John Deere Company of Kansas 
City, supra, 86 S. Ct. at 694. 


Ape 


ia 
Plaintiffs Attempt to Create a New 
Result Out of Mere Verbiage. 

Plaintiffs are required to advise this Court exactly 
what the purported invention of the second Lugash 
patent 7196 is supposed to be. Their burden becomes 
onerous since plaintiffs admit: 

“All prior loaders have a load platform, lifting 
arms, a supporting framework, and power means 
for raising and lowering the platform. In all of 
these, each of the parts performs its old functions, 
i.e., the platform supports the load, the lifting arms 
raise and lower the platform, the framework pro- 
vides a base for the device, and the power means 
raises and lowers the load. All are old and are ap- 
plied to perform their old functions * * *?’ (Op. 
Br, of Cross Apomp. 13). 


This is one of the few correct statements in plain- 
tiffs’ brief, but it is incomplete since prior art also 
convincingly shows that the loading platform was 
hinged at a connection to the lifting arms, and could 
be manually pivoted down (to allow dock loading) or, 
at the discretion of the user, it could be pivoted in an 
opposite direction and when in the vertical position act 
as a tailgate or closure, or pivoted even further in the 
opposite direction so as to assume a folded position. All 
this was old in the prior art [Exs. AD, E-G, pp. 12- 
13; Roberts “187, Ex. D; Novotney “403, EaaGe 
Peters ’577, Ex. C; Narvestad 529, Ex. C; Jesterm-as 
Ex. D; Ducondu O11 and °473, Ex. D; Exs ane 
through 11, App. Op. Br.). 


So plaintiffs finally state that their purported inven- 
tion or new result of this old combination of elements 
iS thatt: 
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‘ck %* > achieves a power loader attachable as a unit 
to any desired position under a truck.” (Op. Br. 
of Cross App. p. 15). 


Plaintiffs repeat this phrase about twenty times in 
their brief, as if they hoped it had some mystical ef- 
fect on your Honors. Let us see if this phrase answers 
the three prerequisites of invention: novelty, utility and 
non-obviousness as required by statutory law (35 
Weewc, §$ 101, 102, and 103). 


A. “A Power Loader.” 

A power loader and every element thereof in the same 
relationship for the same purpose is admittedly old and 
well-known in the prior art. Plaintiffs’ own admission 
quoted above coupled with the additional prior art which 
it ignores, convincingly shows that there is nothing 
novel in a power loader whether the platform hinges 
one way or another. Therefore, this portion of the 
mystic phrase cannot define anything patentable. 


B. “Attachable as a Unit.” 

Making a power loader as a unit was not first con- 
ceived by Lugash. The Trial Court had correctly found 
that the prior art showed power loaders attachable as 
a unit. 

“The Trial Court felt that the non-cited art men- 
tioned in Finding 35 was more pertinent than that 
considered by the Examiner in the Patent Office 
simply because Messick 923, Wood ’540, and the 
defendant’s prior models mentioned therein all have 
the feature of mounting the complete power sys- 
tem on a main supporting framework. Specifically, 
in the cases of Messick and Wood 7540 they mount 


SS 


the pump, motor and reservoir on the main frame- 
work, along with the hydraulic cylinder.” (Op. Br. 
of Cross App. pps 31, 32). 


Even on plaintiffs’ own argument it is clear that the 
making of an assembly from the same old elements into 
a unit capable of being attached to a truck is not new. 
The making of assemblies and subassemblies to facili- 
tate installation was a common, obvious expedient long 
before the Lugash application was filed [| Wachter, 
Duis, Park, Messick, Wood ’540, Exs. C and D]. There 
can be no patentable invention in forming a unitized 
assembly. Making a thing in one piece where it had 
formerly been made of several pieces has been repeat- 
edly held to be non-inventive. (See: Deller’s Walker 
on Patents, 2d Ed., Vol. 2, §118 and p. 282, fn. 1)2) 


C. “To Any Desired Location.” 

A truck has a forward cab portion, it has sides and 
it has a back end. Some trucks and vans have single 
end doors, others have double end doors and others 
have side doors. Can this Court say that it is invention 
to exercise discretion in the placement of a power loader 
so that it conforms to the location of a loading door 
or opening? It is obvious to attach an old assembly of 
elements wherever you desire it to perform its old func- 
tion of raising and lowering loads. 


Lugash did not invent the side loader concept 
(Shadbolt patent “822, Fie. 1, p. 1, Col. 2, limeame 7s 
100). The prior unitary construction of commercial 
loaders such as Daybrook (Wood ’540 patent; Vogel. 
Vol. III, pp. 391-392) as well as that of the Anthony 
Company loaders of Exhibit AC (Wachter, Duis ane 
Park; Vogel, Vol. III, pp. 405-412), relied upon by the 
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District Court as showing unitary construction to be 
old [Find. of Fact 32, Vol. I, p. 671}, have been em- 
ployed as side loaders mounted under the vehicle bed 
Mess: HG, p. 5vand AC,op. 4]. These prior unitary 
construction loaders were not only mounted as side and 
rear loaders on vehicles but were, because of their main 
frame unitary construction, susceptible of being 
mounted “upon any base or support” [Duis ’491, Col. 2, 
ieee /, x. D; Wachter “221, p. 1, Col. 2, lines 35- 
Same Cc; and Park 77/0, Col, 2, line 32 and Col. 3, 
lines 12-18]. 


The claims of the Lugash ’196 merely require a main 
frame member to which all associated parts are at- 
tached. It is from this main frame member that plain- 
tiffs derive their theory that the loader can be attached 
anywhere beneath the vehicle bed. But this same con- 
struction and unitary mounting of powered loaders on 
a single main frame member is clearly found in the 
prior art of unitary loaders mounted at the rear or side 
of vehicles, beneath the vehicle bed, or on any other 
support. 


D. “Under a Truck.” 

Where else would you attach a truck loader? No in- 
telligent man would attach it to the cab or place a loader 
mechanism on the top surface of a truck bed where it 
would interfere with loading. 


Plaintiffs’ own definition of the purported “inven- 
tion” and “new result” shows that no patentable inven- 
tion exists in the secondary Lugash patent 7196. Plain- 
tiffs are “scraping the bottom of the barrel” when they 
are forced to advance such an untenable definition of 
the purported “new result.” A new result is not ob- 
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tained by stating that the old device can be moved and 
attached as a unit in “any desired location” at the dis- 
cretion of the purchaser. The device, no matter what 
its location, would still simply lift and lower loads. The 
patent laws cannot preclude intelligent men from us- 
ing common sense. Patents cannot be sustained where 
they merely rely on semantics. 


“Tt has been frequently held that a second pat- 
ent must be for an invention separate and distinct 
from that claimed in a former patent and that mere 
differences in the scope or language of the claims 
do not constitute a separate and distinct invention. 
Miller v. Eagle Mfg. Co., 151 U.S. 186, 198, 14 
S.Ct. 310, 38 L.Ed. 121; Caldwell v. Firestone Tire 
& Rubber Co., D.C., 13 F.2d 483, 488, affirmed 2 
Cir., 23 F.2d 1000; Palmer Pneumatic Tire Co. v. 
Lozier, 6 Cir., 90 F. 732, 744.” (Emphasis added). 

Richmond Screw Anchor Co. v, Umbach (7th 

Cir, 1949), 173 F Zee | ae: 


ITI. 
The Purported “Clearance” Problem. 


Being hard-pressed for an argument to sustain this 
secondary Lugash °196 patent, counsel for plaintiffs 
have indulged in “‘the discovery of a clearance problem” 
(Op. Br. of Cross App., p. 26, line 2). This nonsexieiemn 
“clearance problem’ was apparently no problem to Lu- 
gash [who merely cut a notch 17 in the platform, Ex. 
2, Fig. 2] but is rediscovered here by counsel tomepim 
poses of this case. 


‘ck * * The discovery of the problem does not com. 
stitute invention, and if the device of Balfe in all 
its essential elements is covered by the disclosures 
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of Hill and Salesky with only such mechanical 
changes or improvements as would occur to one 
skilled in the art, when confronted with the particu- 
lar problem, the creation of the device does not con- 
stitute invention.” 
Detroit Gasket & Mfg. Co. v. Victor Mfg. & 
Gasket Co. (C.A. 7, 1940), 114 F. 2d 868, 
a7 2. 


The only alleged improvement of Lugash 7196 is in 
the making of the ’227 loader as a unit attachment with 
one hydralic cylinder rather than the two side mounted 
cylinders in the ’227 patent (Gabriel, Vol. ITI, pp. 649- 
651). The provision of a single centrally located hy- 
draulic cylinder 26 [Ex. 2, Fig. 3] in a powered loader 
in place of two side mounted cylinders 70 [Ex. 1, Fig. 
9] was obvious to those skilled in the art from the 
commercially available Anthony Company loaders as 
shown in any of the Wachter ’221, Novotney °424 or 
Duis ’491 patents (Gabriel, Vol. III, pp. 652-658; 
Vogel, Vol. III, pp. 403-412). 


Having thus positioned the hydraulic power cylinder 
in conventional manner between the lifting arms, as in 
the prior loaders Lugash was undoubtedly aware of 
(his son Murray became familiar with the Anthony tail- 
gate loaders the day his father started building the 
Tuk-A-Way loader, Vol. III, p. 313), Lugash merely 
provided a notch 17 in the platform so that he could 
retain its length only slightly less than the length of 
the lifting and lazy bars 8 and 9 [Ex. 1, Col. III, lines 
19-23| without the platform hitting the hydraulic cyl- 
inder. In defendant’s accused devices, the platform 
merely folds back against and lies on the hydraulic cyl- 
inder of defendant’s prior unitary construction loader 
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[ExedueGabriel, Vol. ll lepp.8683, 690; 724-725, faa 
757, 760]. If a clearance problem ever existed which 
had to be solved by the provision of a clearance notch 
in ‘196, defendant has not used the solution and it has 
been abandoned by plaintiffs in their modern “Tuk-A- 
Way” loader constructions which do not include notches 
[Exe 21]: 

Plaintiffs now state that this “problem” was not pre- 
viously known to the art and that no evidence was pre- 
sented on any liftgate that had the parts arranged in a 
manner to permit inversion of a load platform “without 
interfering with the hydraulic cylinder” (Op. Br. of Cross 
App., p. 23). Inverting of the platform and raising 
of the lifting arms in any of the Novotney ’403, Nar- 
vestad 7529 (Figs. 5-7) or Jester ’243 patents would 
not interfere with the operation of the power means. In 
defendant’s loaders, the platform merely lies back on 
the cylinder without any clearance between the platform 
and cylinder and without any notches providing such 
clearance (Vogel, Vol. III, pp. 472-480, Gabriel, Vol. 
III, pp. 724-725, 754, 757-758). There is no clearance 
problem in providing an old unitary power loader with 
connections between the lifting arms and platform to al- 
low the platform to fold backwardly against the cylin- 
der. Defendant’s prior unitary construction of its EB- 
1500 loader [Ex. X] is used in the accused Folda-Lift 
loaders [Exs. 4, 5] with merely the platform being 
hinged to allow it to fold back against the cylinder. If 
one does not want the platform to abut against the cyl- 
inder, he can simply cut a notch in the platform. 


Certainly it would be obvious to anyone that to allow 
a hinged element (whether it is a platform, a panel or a 
trap door) to pivot beyond an obstruction (hydraulic 
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cylinder), you can either move the obstruction or cut a 
notch in the hinged panel. Lugash originally cut a notch 
i7 in. the»platiorm fEx.92, Fig. 3)mand lateromerely 
moved the hydraulic cylinder to a more horizontal posi- 
tion so that it was not an obstruction [Ex. 21]. A car- 
penter often trims the edge of a hinged element (known 
@ceadoor) to avoid a thick carpet and permit the door 
to close flush. Hinged covers for fuse and relay boxes 
often have a notch in them to avoid hitting a latch or 
hasp. These solutions are obvious to men of ordinary 
skill; they were taken care of in the past without fan- 
fare. 


It would be obvious to any handyman who has seen 
a folding chair that to fold a platform or seat into a 
small space it would be desirable to have the platform 
between the legs with in folded position, etc. Obvious- 
ly, proportions, distances widths, etc. may vary — these 
are all matters of degree. The size of the cylinder may 
vary with the load you expect to carry on the loader; 
the level of the pivot point of the cylinder may be var- 
ied as well as the length of the lifting arms since truck 
beds are of different heights above ground. But these 
variations in degree are within the skill of the art. 
They do not rise to the dignity of invention. 


“There is the old rule that one is not entitled to 
a patent who merely makes a change in form, pro- 
portion or degree, by substantially the same means 
even though the changes he makes produce better 
Festlts.”” 
Kalich et al. v. Paterson Pacific Parchment Co. 
(9th Cir., 1943), 137 F. 2d 649, 652. 


When a farmer cut a notch in the edge of a trap door 
leading to the well, so as to permit the trap door to miss 
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the moving pump rod, he did not make an invention. He 
solved his “clearance problem” by the use of common 
sense. Common sense is not to be monopolized by plain- 
tiffs under the guise of a patent. 


“Tt may afford evidence of judgment and skill in 
the selection and adaptation of the materials in the 
manufacture of the instrument for the purposes 
intended, but nothing more.” 


Hotchkiss v. Greenwood, 52 U.S. 248, 266. 


The inescapable fact is that there is nothing in the 
claims which inventively, non-obviously, distinguishes 
from the ordinary skill of the calling as shown by the 
prior ant. 


ive 
The Patent Statutes Do Not Discriminate 
Against Prior Knowledge. 

Plaintiffs attempt to minimize some of the evidence 
relating to prior knowledge [as shown in patents in 
Exs. C and D] by alleging that those devices did not 
come into successful use in the trucking industry. 
Plaintiffs’ allegations are untenable for the following 
reasons: 


I. Prior knowledge may be expressed in the form 
of patents, texts or publications or evidence of 
personal knowledge and usage. 


S 


So-called paper patents are just as effective as 
anticipations as the most widely sold product of 
General Motors. 


“Appellant attempts to minimize the teachings 
of the prior art patents by referring to them as 
‘paper art’ which had not been put to commercial 
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use, manufactured or sold. This is irrelevant to the 
question whether the disclosures therein constituted 
anticipation. Edward Valves, Inc. v. Cameron Iron 
Wonks, Ite, (> Cir., (961), 286% 2d 9337 939i 
lotson Manufacturing Co. v. Textron, Inc., Home- 
lite, (6 Cir., 1964), 337 F.2d 3833, 837.” 

Mannix Co. Ltd. v. Healey (5 Cir., 1965), 341 

F, 2d 1009, 1010. 


=~ * [he plirase, paper patent, is a mere bitvol 
rhetoric, usually employed as a makeweight by 
judges who wish to support the patent in suit, but 
are embarrassed by a reference, of an escape 
from which they are not too confident. It is a 
meaningless platitude.”’ 
Frank B, Killan & Company v. Allied Latex 
Corporation (2 Cir., 1951), 188 F. 2d 940, 
942. 


mie patent statutes 35°U.S. Code $$ 10102 
and 103 do not impose “successful use” limita- 
tions on what is prior knowledge. The patent 
in suit must be unobvious in the light of all 
prior knowledge. The Supreme Court stated: 


m6 «Cit ‘ts allo irrelevant that no one apparently 
chose to avail themselves of knowledge stored in 
the Patent Office and readily available by the sim- 
ple expedient of conducting a patent search—a 
prudent and nowdays common preliminary to well 
organized research. Mast, Foos & Co. v. Stover 
Piie.Go,, 177 U.S. 485 (1900).” 

Graham v. John Deere Company of Kansas 

City, supra, 86 S. Ct. 684, 703 (1966). 
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Therefore, this Court cannot disregard prior patents 
which show invertible platforms and unitary loader as- 
semblies even if these prior patents allegedly were not 
commercially exploited when they were invented. 


Ve 
196 Unitary Construction Was Obvious 
to One Skilled in the Art. 

The earliest date for Lugash °196 its its filing date, 
September 27, 1957. Contrary to plaintiffs’ statement 
at page 5 of their Brief, there is no evidence of com- 
mercial production of the Tuk-A-Way loaders of pat- 
ent ’196 in early 1957 [Ex. D, the Depo. of Pltf. Lue 
gash was never introduced into evidence]. 


The prior models of defendant’s loader which were of 
a unitary construction referred to by the District @omae 
in its Findings are exemplified by the prior EB-1200 
model loader [Exs. N, O, 5, Vol. III, p. 425-05 aaa 
Vol. III, p. 427] and the same heavier constructed 
EB-1500 [Ex. X]. Defendant’s EB-1500 FL loader of 
plaintiffs’ Exhibit 4 (accused to be an infringement of 
Lugash °196) differs from defendant’s prior unitarily 
constructed EB-1200 and EB-1500 loaders only in the 
hinging and size of the platform and the provision of 
a body spacer on the rear end of the truck (a non- 
claimed element) [Vogel, Vol. III, pp. 442-445]. 


In 1960, when defendant modified its existing uni- 
tary construction EB-1500 loader to obtain the EB- 
1500 FL loader, the inverting of the platform was a 
simple matter which did not require retooling nor 
changes major in character [Find. of Fact 13A, Vol. 
I, pp. 665-666]. In fact the photographs for both de- 
fendant’s brochures, Exhibit 4 and Exhibit X, were 


made of the same truck with merely the platforms being 
replaced [ Vogel, Vol. III, pp. 442-445]. There was no 
problem in adapting the defendant’s prior art unitary 
construction for tailgate loaders to the EB-1500 FL 
loader. The platform was merely made smaller and 
hinged so that it could fold back against the hydraulic 
cylamder [Ex. 5]. 


When Lugash mounted a single hydraulic cylinder 
centrally of the lifting arms on the main frame of the 
"196 patent [in the identical position as shown in 
Wachter patent 2,389,221, Ex. C, commercially avail- 
able prior to Lugash ’196 as the Anthony Liftgate, 
Ex. AC] he merely provided a simple notch 17 [Ex. 
2, Fig. 2] so that the platform would invert back on 
the lifting linkage without hitting the cylinder stating: 

oe” It will also benoted™that the leneth of the 
platform is only slightly less than the length of 
ime lite and lazy bars 8 and 9 and that the 
notch 17 in the platform provides the required 


@learance ior the piston rod.” [Ex. 2, Col. 3, lines 
270223; Ex. E-V I. 


Subsequently, the platform notch was eliminated by 
Lugash by his merely relocating the hydraulic cylinder 
ese Z 1 |. 


The District Court correctly found that there is no 
substantial difference insofar as concerns the problem 
of unitary construction in the plaintiffs’ Tuk-A-Way 
device including a fold-over platform moved to and 
from the out-of-the-way position of the truck bed and 
the problem of unitary construction of the devices in 
the prior art patents and in defendant’s prior models 
[Undisputed Find. of Fact 33, Vol. I, p. 671]. There 
was no problem unsolved by the prior art. All Lugash 
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196 accomplishes is the provision of the folding plat- 
form (claimed in ’227) in the old unitary power load- 
ers of the prior art. 


sk > 2 The Scoggin invention, as limited by the 
Patent Office and accepted by Scoggin, rests upon 
exceedingly small and quite non-technical mechani- 
cal differences in a device which was old in the 
art. At the latest, those differences were rendered 
apparent in 1953 by the appearance of the Living- 
stone patent, and unsuccessful attempts to reach 
a solution to the problems confronting Scoggin 
made before that time became wholly irrelevant. 
* * * To us, the limited claims of the Scogam 
patent are clearly evident from the prior art as it 
stood at the time of the invention.” 

Graham v. John Deere Company of Kansas 

City, supra, 86 S. Ct. 684, 703 (1966). 


Wile 

7196 Claims an Old Combination of Old Elements. 

The claims of Lugash 7196 are directed to the yam 
combination of main frame member, parallel rule link- 
age means, load receiving platform hingedly mounted 
on a platform supporting member connected to the 
lower end of the linkage means and power means for 
raising and lowering the linkage means. 


The Trial Court found and it is not disputediimi: 
the claims of patent °196 are directed to a combination 
of old elements which perform no novel or unusual 
functions in the combination not performed by them 
out of the combination [Undisputed Find. of Fact 33, 
ol. I, p. 671]: 
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Plaintiffs carefully have omitted directing the Ap- 
pellate Court’s attention to the actual claims of the 7196 
patent. These claims and the application of the prior 
art thereto are fully set forth in defendant’s Exhibit 
AN. The Court’s attention is directed thereto. For ex- 
ample, the Lugash 7196 claim 1 and 2 combinations of 
a main frame member (orange), parallel rule linkage 
means (green), platform supporting member (yellow), 
hinged mounting of a platform (blue) to the platform 
supporting member (yellow) and power means (brown) 
are all found in both the Novotney *403 reference [Exs. 
AN-2, 3] and the claimed subject matter of Lugash 
"227 [Ex. AN-1]. In this old combination of old ele- 
ments, the specific positioning of the power cylinder, 
electric motor, hydraulic fluid pump, fluid supply 
source and hydraulic connections all on the main frame 
member (orange) rather than on the other parts of 
the vehicle are obvious modifications within that old 
combination suggested by any of the prior art Messick, 
Wachter or Wood patents. 


The combination of elements of claim 4 are shown 
to be an old combination claimed in Lugash ’227 in 
each of Exhibits AN-4, 5 and 6. The old combination 
and complete anticipation of the unitary construction 
of Lugash *196 claim 6 by any of the prior art Mes- 
sick, Wood or combination of Vogel and Spitler refer- 
ences are shown in Exhibits AN-9, AN-10 and AN-11. 


The Lugash ’196 claims define an old combination 
in which each of the elements continues to perform 
its old function in the old combination. 


“We summarize what we conceive to be the now 
exacting rule laid down in the A. & P. Tea case. 
There the court cites with approval its former de- 
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cision in Lincoln Engineering Co. v. Stewart-War- 
ner Corp., 303 U.S. 545, 549, wherein it said: ‘the 
mere aggregation of a number of old parts or ele- 
ments which, in the aggregation, perform or pro- 
duce no new or different function or operation 
than that theretofore performed or produced by 
them (the old parts), is not patentable invention.’ 
* Ok Ok 


“From the foregoing language we must and do 
assume that the court was simply saying that 
where a mechanical combination device represents 
only an integration of various old elements and the 
combination clearly reveals that its old elements 
thus brought into conjunction or correct do not 
functionally operate differently therein than they 
did before integration, then it is not a pat- 
entable invention. In other words, this sort of an 
integration does not add to the sum of useful 
knowledge or to the total stock of knowledge and 
the expert mechanical skill employed in creating it 
has not made the device ‘exceed the siiniveigem. 
parts.’ If the evidence clearly establishes that the 
device is of the type just above described, it ob- 
viously lacks the quality of invention. In that event 
a trial judge is justified, as a matter of law, in di- 
recting a jury to return a verdict against patenta- 
bility. And this rule applies regardless of the scope 
and breadth of the claims of such a patent, be- 
cause patent claims may not override such estab- 
lished physical facts.”” (Emphasis added). 


Berkeley Pump Company v. Jacuzzi Bros., Ine. 
(9th Cir., 1954), 214 F. 2d 785, 787, in. 2. 


pee 


There is no new result nor novel combination in Lu- 
gash 196, Finding 33 and the rule in Lincoln Engi- 
neering Co. v. Stewart-Warner Corp., 303 U.S. 545, 
549, support the District Court’s Conclusion of Law G 
that the Lugash ’196 patent claims are invalid because 
they are merely a combination of old elements in which 
such old elements perform no new, novel or unusual 
functions in the combination that they did not pre- 
viously perform in the prior art [Concl. of Law G, Vol. 
I, p. 674]. 

“Tn the Kwikset Locks case, supra, 210 F.2d at 
page 486, we pointed out that, in Atlantic & Pa- 
cific, supra, ‘the Supreme Court further requires 
that in order for a combination patent to be upheld, 
there must be a specific finding that the old ele- 
ments which make up this device perform an ad- 
ditional and different function in combination, 
than they perform out of it.’ 


“As in Kwikset Locks, ‘no such finding was 
made in the case at bar.’ Regardless of any other 
defect, such a lack makes it impossible for the pres- 
ent decree to be sustained.” 

Bergman v. Aluminum Lock Shingle Corp. of 

America (9th Cir., 1957), 251 F. 2d 801, 808. 


In this case, the District Court not only did not fail to 
make a finding of new and different functions for the 
claim elements in the combination as required by this 
Court for patent validity in the Bergman case, supra, 
it specifically found that each of the old elements does 
not perform any new or different function in the com- 
bination not previously performed by them in the prior 
art [Find. of Fact 33, Vol. I, p. 671]. 
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Vial. 
The District Court Correctly Found the °196 
Combination of Old Elements Invalid. 

Plaintiffs admit that the various elements in Lugash 
196 do not perform any new functions in the claimed 
combinations not previously performed by them in the 
prior art (Op. Br. of Cross App. p. 17). The correctness 
of the District Court’s Finding 33 to this effect is not 
disputed but, plaintiffs assert that the Finding is in- 
sufficient to hold the claims invalid under this Court’s 
theory in Pursche v. Atlas Scrapper and Engineering 
Co. (9th Cir., 1962), 300 F. 2d 467 (Op. r. of Gage 
App. pp. 15-21). 

In the Pursche case, supra, the District Court had 
specifically found as to the 090 patent claims held valid 
that; 

‘ok > > the elements of the plow share carrier rotat- 

ing device ‘performs an additional and different 

function in combination than they perform out of 
combination.’ ”’ 
Pursche v. Atlas Scrapper and Engineering Co., 
supra, page 472. 

But as to other claims of the ’090 patent: 

“It is not necessary that all of the elements of the 
claim be found in one prior patent. If they are all 
found in different prior patents and no new func- 
tional relationship arises from the combination, the 
claim cannot be sustained.’ Eagle v. P. & C. Hand 
Forged Tool Co., 74 F.2d 918, 920 (9th Cir. 1935). 

“Since no new function nor any surprising or 


unusual circumstances would arise from placing the 
Unterilp tail wheel on the plow described in the 
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Capon patent, we conclude that claims * * * of 
the 090 patent are invalid for they merely recite 
what already existed in the prior art.” 
Pursche v. Atlas Scrapper and Engineering Co., 
supra, page 475. 


There is no different rule of law in the Pursche case, 
supra, from that of Lincoln Engineering, supra. The 
same test was applied in both. However, contrary to 
the factual finding of a new function for some of the 
old elements in the 090 patent claims by the District 
Court in Pursche, supra, the District Court here has 
correctly found that there are no new functions for the 
old elements of Lugash 7196 [Undisputed Find. of Fact 
Som ol L, p. 671; Concl. of Law G, Vol. I, p. 674]. 


The provision of a main frame upon which all asso- 
ciated parts are mounted in the ’196 loader does not 
produce any new function or surprising or unexpected 
consequences for any of the old elements found in °196. 
The District Court correctly applied the rule of Lincoln 
Engineering that: 


mk * * The mere aggregation of a number of old 
parts or elements which, in the aggregation, per- 
form or produce no new or different function or 
operation than that theretofore performed or pro- 
duced by them, is not patentable invention.” 
Lincoln Engineering Co. v. Stewart-Warner 
Corp., supra, 303 U.S. at 549-550, 


and found ’196 invalid upon the undisputed factual 
finding [ Find. of Fact 33]. 


The claims of the Lugash 196 patent, as readily seen 
from an examination of defendant’s Exhibit AN, are 
merely an aggregation of a number of old parts or ele- 
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ments [main frame, platform, linkage, hydraulic cylin- 
der and piston means, reservoir, pump, motor, switch, 
conduits, manual valve, platform supporting member, 
hinge and stop; claim 4, Exh. 2] each of which con- 
tinues to perform its same old function and operation in 


the combination as that performed out of it. 


This Court has repeatedly held such combinations of 
old elements invalid: 


“Here the spring gripped the male insert, 
springs had thus functioned before. S-springs 
functioned to produce a greater area of contact 
with the insert. They had so functioned, to a great- 
er or lesser degree, in the prior art. * * * This was, 
at best, an improvement in efficiency of function, 
but not the creation of a new, different or addi- 
tional function, or a new or different result. It 
was not unexpected. It was at best the ‘mincing 
step forward’ described in 69 C.J.S. Patents §§ 
204, 213, pp. 686-87, 726-27.” 


Continental Connector Corp. v. Houston Fear- 
less Corp. (9th Cir., 1965), 350 F. 2qiiess 
191, 


“The A. & P. case sets forth a test fonmedern 
mining whether or not there has been invention 
when there is a conjunction of known elements: 
the unification of the elements must result in un- 
usual or surprising consequences; the old elements 
which make up the device must perform some ad- 
ditional or different function * * *.” 


Dresser Industrres, Ttc. v. Sruth-Blawy Fire. 
(9th Cir., 1963), 322 F. 2d 878, 889. 


He. 


“Whether River’s contribution is of sufficient 
novelty to be patentable is therefore a question of 
law, based upon the rule that a combination of old 
elements is patentable invention only if the ele- 
ments take on some new quality or function by be- 
ing brought into concert and their combination re- 
sults in unusual or surprising consequences.” 


Farr Co. v. American Air Filter Co., Inc. (9th 
Cir., 1963), 318 F. Ad 500, 502. 


‘xe * * As in the case of other combinations of 
ideas drawn from existing knowledge, the old ele- 
ments, including the known material in the new 
use, must perform additional and different func- 
tions in the combination than out of it; the results 
must be unusual and surprising — more must be 
derived from the combination than that which 
might be reasonably expected as the sum of the 
old ideas drawn from the public domain.” 


Griffith Rubber Mills v. Hoffar (9th Cir., 
[Feasts 2d 1, 4. 


“Applying the test of the A. & P. case to the un- 
controverted facts before us here, we hold that the 
Trial Court did not err in concluding that the 
George device is a non-patentable aggregation of 
old components and therefore invalid. Its compo- 
nents do not perform any additional or different 
function in the combination than they perform out 
Gait.” 


Wilham T. Alvarado Sales Co. v. Rubaloff (9th 
(ni, 1959), 263 F. 2d 926, 930 
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WALI. 

Findings of Fact 34-35a Are Supported by the Hvi- 
dence: °196 Is an Obvious Variznt of ’227 in 
View of the Prior Art. 

Plaintiffs fail to support their bare allegation that 
Findings of Fact 34 to 35a are clearly erroneous. The 
District Court’s Findings of Fact 34 through 35a are 
supported by substantial evidence presented at trial. 


Plaintiffs concede that the Trial Court correctly rec- 
ognized that to be valid, Lugash ’196 must be a distinct 
patentable advance over what was claimed in Lugash 
"22/7 (Op. Br. of Cross App. pp. 6-7). Plaintiffsianiemiae 
to rely upon Finding of Fact 8 [Vol. I, p. 664] as 
demonstrating the claimed subject matter of Lugash 
227, claim 8 conveniently omitting any reference to a 
frame structure (supposedly the additional element pro- 
viding a new unitary combination in Lugash 7196). 
However, as shown in defendant’s Exhibit AN, the 
combination of platform, power means, frame struc- 
ture, parallel rule linkage systems and hinged connec- 
tions for allowing folding of the platform are all old 
elements in an old combination as to Lugash 196 be- 
cause actually claimed in the prior Lugash ’227 patent 
claims [Exs. AN-I, 5, 6, 7 and 8; Gabriel, Vol. ITI, pp. 
734-748, Vol. I, pp. 289-309]. 


The District Court found the unitary construction 
(not claimed in ’227) of Lugash ’196 to be old in pow- 
ered loaders as demonstrated by the prior Messick. 
Wood and other patents [Exs. C, D] as well as the de- 
fendant’s own power loaders made and sold prior to 
Lugash °196 [Undisputed Find. of Fact 32, Vol. I, p. 
671]. 
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The folding concept in Lugash 196 was claimed in 
the ’227 patent and therefore is not of patentable signif- 
icance in the ‘196 patent. The claims of the °196 pat- 
ent merely incorporate the claimed subject matter of 
Lugash ’227 in combination with other disclosures of 
the prior art as exemplified by defendant’s Exhibits 
AN-1, AN-4, AN-5, AN-7 and AN-8 [Find. of Fact 
fe Vol. I, pp. 671-672; Gabriel, Vol. I, pp. 289-309, 
Vol. Ill, pp. 734-748] The District Court correctly 
concluded that the Lugash patent °196, including the 
problem of platform clearing the hydraulic cylinder pis- 
tO, is a variant of the claimed subject matter of Lu- 
gash ’227 which would be obvious to one skilled in the 
eri) eind. of Fact 35a, Vol. I, p. 672; Vogel, Vol. III, 
pp. 422-432, 442-445, 446-450, 456, 473, 476-480; Ga- 
briel, Vol. ITT. pp. 658, 664, 734-748, 833-835]. 


Plaintiffs only assert that the Trial Court should 
have reached a different conclusion because of a 
supposed misapplication of the prior ruling of this 
Court in Intricate Metal Products, Inc. v. Schneider 
(eameir,, 1963), 324 F. 2d 555 (Op. Br. of Cross App. 
pp. 22-30). This Court stated in the Intricate Metal 
case, supra, with respect to patents issued to the same 
inventor wherein the applications were copending before 
the Patent Office that: 


“The first patent does constitute a prior art refer- 
ence as to what it claimed. The significance of the 
fact that No. 690 was pending when No. 490 was 
filed is simply that the inventive advance of 490 
must be over what was claimed in the 690 applica- 
tion and need not be over the totality of its disclo- 
sure as would otherwise be the case.” 

Intricate Metal Products, Ine v. Schneider, supra, 


page 560. 
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Plaintiffs have admitted that the District Court prob- 
ably recognized this requirement : 


“The Trial Court recognized that the patentable 
advance of Lugash’s improvement patent would 
have to be over only what was claimed in his co- 
pending generic patent and need not be over the 
totality of its disclosure as would be the case if the 
patents were not copending.” (Op. br. of Cross 
App. pp. 6-7). 


This Court in the Jntricate Metal case, supra, went 
On torstave: 


‘In the case before us, No. 490 does not claim un- 
patented disclosures of No. 690. Rather, i¢ mcor- 
porates the claims of the earlier patent 1 combina- 
tion with the other disclosures of prior art. * * *, 
no one could manufacture the 490 sofa bed with- 
OULiniringine INO 670m a 


“We conclude that patent No. 490 is invalid for 
lack of invention... .” (Emphasis added). 
Intricate Metal Products, Inc. v. Schnetder, 
supra, page 561. 


The District Court did not misapply the Intricate 
Metal case. It correctly followed the advisement of this 
Court in holding the Lugash °196 patent invalid be- 
cause it found as a matter of Fact that: 


“The claims of patent °196 incorporate the 
claims of Lugash ’227 in combination with other 
disclosures of prior art, as exemplified by defend- 
ant’s Exhs. AN-1, AN-4, AN-5, AN-7 and AN-8.” 
[ Find. of Fact 34, Vol. I, pp. 671-672]. 


The District Court concluded that the “other disclosures 
Of prior art” in addition to the “claimed subject imaieens 
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of the former ’227 patent rendered the second patent in- 
valid. While plaintiffs urge a supposed clearance prob- 
lem, it is apparent that the District Court considered 
this in its decision and found to the contrary in stating: 


“The folding platform was claimed in Lugash 
patent ’227. It appears that Lugash patent 196, 
including the problem of the platform clearing the 
hydraulic cylinder piston, is a variant of the 
claimed subject matter of Lugash ’227 which 
would be obvious to one skilled in the art.” [Em- 
phasis added; Find. of Fact 35a, Vol. I, p. 672}. 


Plaintiffs contradict themselves attempting to allege 
error in the District Court in applying the Intricate 
Metal Products’ case to the facts of this action. Plain- 
tiffs admit that the District Court correctly recognized 
tie wiivecate Metal Products rule (Op. Br. of Cross 
App. pp. 6-7). The District Court did not ignore the sup- 
posed clearance problem [Find. of Fact 35a] and plain- 
tiffs fail to show that there is no evidence to support 
the Court’s conclusion that notwithstanding such alleged 
problem, the ’196 patent is merely an obvious variant 
over the claimed subject matter of Lugash ’227. Plain- 
tiffs’ argument again reduces merely to the verbiage of 
placing the old combination of unitary hydraulically 
powered load elevator “any place under the truck” 
(Op. Br. of Cross App. p. 25). The District Court was 
fully advised as to the unitary construction of plaintiffs’ 
loader [Undisputed Find. of Fact 31]. The Trial Court 
found and plaintiffs do not dispute that there is no dif- 
ference in the problem of unitary construction in the 
plaintiffs’ device and that disclosed in the loaders of 
the prior art patents and the defendant’s own prior 
models [Undisputed Find. of Fact 33]. 
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Findings of Fact 34 through 35a are supported by 
more than substantial evidence and compel the legal con- 
clusion that the ’196 patent is invalid ‘because it at- 
tempts to claim the claimed subject matter of the prior 
Lugash patent ’227 in combination with other disclo- 
sures of the prior art” [Concl. of Law G, Vol. I, p. 674; 
Intricate Metal Products, Inc. v. Schneider, supra, p. 
561]. 


The Presumption of Validity Was Overcome by the 
Non-Cited Prior Art Unitary Power Loaders. 
It is admitted that the Patent Office did not have a 
reference before it which showed the claiméd unitary 
construction of the 7196 patent wherein all components 
including the electric motor, hydraulic pump and fluid 
reservoir, are also mounted on a main frame member 
(Op. Br. of Cross App. pp. 31-32). This so-called uni- 
tary construction was asserted to the Patent Office by 
the patentee as a basis for issuing the ’196 patent and is 
the only real structural difference in °196 over the 
claimed subject matter of 227 [Ex. 2, Col. 3, lines 45- 
49; Gabriel, Vol. II], pp. 649-651; Comstock, Vol. ITI, 
iy Zane Jbss, JIN}, 

“To make the nature of the invention sought to 
be protected still more clear, the specification has 
been slightly amended to point out that applicant’s 
invention relates to a device which is attachable to 
a vehicle as a unit as distinguished from the prior 
art structures in which, so far as the cited refer- 
ences are concerned, includes devices which must be 
attached to the vehicle at numerous separated 
points.” [Ex. B, pp. 18-19]. 

“.. . applicant’s device is a wnit in while 

associated working parts are mounted on a main 
frame member and therefore the operating align- 
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ment of the various parts is accurately preserved.” 
Nee Bap: 19]. 

“Tt is believed that the Examiner has miscon- 
strued the disclosures of applicant’s prior patent 
and Ornsby. Neither of these patents show the uni- 
tary structure alleged.” [Ex. B, p. 22]. 


“., . the claims have been amended to stress this 
unitary type of construction and, as pointed out 
above, this unit construction is not to be derived 
from either applied reference nor from any combi- 
meawen ot them.” |[Ex. B, p. 22]. 


None of the references relied upon by the Patent Of- 
fice in acting on the 196 patent [Ex. 2: Narvestad 
529, Wood 7135, Ornsby 7938, Lugash ’227 and Rob- 
erts °187, Exs. C, D] disclosed or claimed a power load- 
er for vehicles which could be mounted to the vehicle 
chassis by a single main frame member. 


‘“.. It is crystal-clear that after the first rejec- 
tion, Scroggin relied entirely upon the sealing ar- 
rangement as the exclusive patentable difference in 
his combination. It is likewise clear that it was on 
that feature that the Examiner allowed the claims. 

sane 


“Here, the patentee obtained his patent only by 
accepting the limitations imposed by the Examiner. 
The claims were carefully drafted to reflect these 
limitations and Cook Chemical is not now free to 
assert a broader view of Scroggin’s invention. The 
subject matter as a whole reduces, then, to the dis- 
tinguishing features clearly incorporated into the 
claims.” 

Graham v. John Deere Company of Kansas 

Oy supra, 86 5. Ch at 30, 3Z. 
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The Patent Office did not have the best prior art 
before it. However, the District Court was well-advised 
as to the state of the prior art including the prior Mes- 
sick ’193, Wood ’540, Wachter, Duis and Park patents 
[Exs. C, D] and defendant’s own prior unitary loaders 
[Find. of Fact 32]: 


“Tt will be oserved that the whole assembly, in- 
cluding the hangers, motor, fluid supply lines, plat- 
form and the actuating arms and the links are all 
carried by the torque tube 7 and thus may be as- 
sembled at the factory and placed into position on 
the truck by the mere application of the tie rods or 
bolts 10. This, as before stated, avoids tierce. 
cessity of a great deal of laborious work made nec- 
essary where the truck frame has to be drilled to 
receive special fittings.” [ Messick, Ex. C, Col. 3, 
lines 18-26]. 
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. this invention provides a self-contained 
power actuated tailgate unit attachable to the open 
rear end of the box body, the unit comprising all 
operating components and accessories, to wit, a 
tailgate or platform, an elevation mechanism or 
parallel motion device for the platform, a hydraulic 
operating system for the elevating mechanism com- 
plete with pump, power cylinder means, pressure 
oil lines, oil reservoir and a manually operable con- 
trol valve unit, and further more significantly, an 
electric motor for driving the pump... .” [Wood 
"540, Ex. C, Cole: line 7 cisco. 


In view of these prior unitary construction loaders. 
the presumption of patent validity as to the Lugash 
"196 patent in suit was clearly overcome. 


“Even one prior art reference which has not been 
considered by the Patent Office, may overthrow 
the presumption of validity, and, when the most 
pertinent art has not been brought to the attention 
of the administrative body, the presumption is 
largely dissipated. Such is the case here.” 

Jacuezi Bros. Inc. v. Berkeley Pump Co. (9th 

ine OS) Ie. 2d 632, OS ins, page 
637. 


Claim 6 of 7196 May Not Be Rewritten Contrary to 
the Patentee’s Interpretations Thereof Before 
the Patent Office. 

Plaintiffs attempt to rewrite claim 6 of the ’196 pat- 
ent to include the folding concept not expressed therein. 
Even assuming that this would be proper (which it is 
not), the District Court’s conclusion of invalidity for 
the 7196 patent previously discussed would not be af- 
fected. The District Court found all claims in issue in- 
valid, including claims similar to plaintiffs’ proposed 
modification of claim 6. 


Claim 6 merely recites a unitary powered load eleva- 
tor completely anticipated by Messick 923 [Ex. AN-9], 
Wood 7540 [Ex. AN-10] and defendant’s own prior 
unitary EB-1200 and EB-1500 loaders [Exs. N-X]. 
Claim 6 is an embarrassment to plaintiffs because its 
broad claiming of a unitary construction in any type 
of power loader emphasizes that it was this single al- 
legedly distinguishing feature of unitary construction 
which caused the allowance of the ’196 patent by the 
Patent Office. There was no inadvertent omission of 
the folding concept from claim 6 of Lugash ’196. The 
second obiect of the patent is specifically directed to a 
broad unitary power loader, the patentee stating: 
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“Another object of the invention is to provide a 
platform type hoisting apparatus attachable as a 
unit to loader trucks or light vehicles including hy- 
draulically actuated means for lifting the platform 
and in which the power means is mounted on the 
main frame member for the hoist whereby the en- 
tire hoist and its power unit form a complete as- 
sembly or unit for attachment to the vehicle.” [Ex. 
2, Col. 1, lines 22-28]. 


When the Patent Office failed to find any reference 
which showed a unitary construction for a power load- 
er, the patentee added claim 6 (application claim 9) by 
an amendment dated November 16, 1959 {Ex. B, p. 
22|. After pointing out that no cited reference dis- 
closed or claimed a unitary construction, the patentee 
expressly interpreted the newly added claim as follows: 


“New claim 9 is presented as a broader expres- 
sion of the invention above described, it being be- 
lieved to be self-evident from the nature of the 
cited references, as above discussed, that applicant 
is entitled to a claim at least as broad as this new 
claim 9. It is specifically directed to the unitary 
structure comprising the main frame which sup- 
ports all the components of the device and the com- 
ponents other than the main frame are believed to 
have been recited in this claim in sufficient par- 
ticularity to constitute an operative whole.” [Ex. 


Bope 25h 


The patentee expressly stated to the Patent Office 
that the issue claim 6 was a “broader expression” of 
the alleged unitary construction invention. The distin- 
guishing feature was asserted to be that the unitary 
construction included a main frame member which sup- 
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ported ‘‘all the components of the device’. Significantly, 
the patentee’s statement shows that the folding concept 
was deliberately left out of claim 6 because it was be- 
lieved that the other elements recited constituted an 
“operative whole’ without the folding concept. The pat- 
entee’s contentions that there was no unitary construc- 
tion in the prior art to anticipate this application claim 
9 was repeated in subsequent remarks [Ex. B, p. 27] 
and the patent was allowed [ Ex. B, p. 29]. 


Claim 6 of Lugash 7196 was thus presented to the 
Patent Office as being a broader statement of the al- 
leged unitary construction invention and asserted to 
claim an operative whole. Such was not the case in 
United States v. Adams, .... U.S. ...., 86 S. Ct. 708 
(1966). In Adams, supra, the electrolyte not referred 
to in the claims was a necessary element to the claimed 
battery (86 S. Ct. at 713). In Lugash, the folding con- 
cept is not a necessary element. In fact, the patentee as- 
serted the direct opposite to the Patent Office in stat- 
ing that the unitary power loader claimed was an “‘oper- 
ative whole’”’. Also, Adams had uniformly asserted that 
the missing necessary element was a water electrolyte: 


“In his first contact with the government less 
than a month after the patent application was filed, 
Adanis pointed out that ‘no acids, alkaline or any 
other liquid other than plain water is used in his 
G21 Vater does not have to bedistilled, 27) 


United States v. Adams, supra, 86 S. Ct. at 713. 


Further, in Adams, supra, the District Court had 
found and the government apparently admitted on ap- 
peal that the Adams’ battery obtained a “wholly unex- 
pected” result (86 S. Ct. at 714). Here. the asserted 
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distinguishing features of a unitary construction in a 
folding platform loader do not produce any unexpected 
results but are merely the expected, obvious result of 
combining the admittedly old elements. Claim 6 fails to 
define a patentable advance over the art and cannot be 
saved by reference to the specification or other claims. 


‘“As none of the flywheel claims as drawn de- 
fine an invention, none can be aided by reading 
into it part of the specification, or of other claims, 
which the patentees failed to include in it.” 


Altoona Publix Theaters, Inc. v. American Try- 
Ergon Corporation, 394 U.S. 477 (1933), 


Claim 6 was deliberately broadly written by the pat- 
entee to cover all unitary power loaders and plaintiffs 
have, through Patent Office error, had the benefit since 
June 20, 1961 (the date of issuance of °196) of this 
improperly broad patent claim to the detriment and dis- 
advantage of the public. Plaintiffs have not heretofore 
attempted to correct claim 6 by petitioning the Commis- 
sioner of Patents to narrow its scope. Instead, plaintiffs 
have taken advantage of the claim in notifying the 
public of their patent and in asserting it against defend- 
ant. Plaintiffs should not now be allowed to rewrite the 
claim to include new elements never intended to be in- 
cluded within the claim. 


“Here claim I did not claim four wheels or roll- 
ers while other claims did. Other claims should not 
be read into claim 1.” 


Stearns v. Tinker & Rasor, 252 F. 2d 58Om5e7 
(CAD oMosn: 
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“It appears to us that the limitation of claim 1 
by the trial court to a tubular or enclosed guide is 
contrary to the well established rule of construc- 
tion that a broad claim will not be construed to 
contain limitations expressed in the more narrow 
claims. Smith v. Snow (1935), 294 U.S. 1; Stearns 
Saelinker and Rasor, (9th Cir. 1957), 252 "Fi2d 
589; Cameron Iron Works, Inc. v. Stekoll (5th Cir. 
1957) 242 F. 2d 17; Great Lake Equipment Co. v. 
Fluid Systems, Inc. (6th Cir. 1954), 217 F.2d 
Olam 


Hansen v. Colliver, 282 F. 2d 66 (C.A. 9, 1960). 


Conclusion. 


The District Court’s conclusion of invalidity for the 
196 patent was compelled by the prior state of the load 
lifter art, the testimony of the experts and the high 
standard of patentability applied by the courts. The ad- 
mittedly lower standard applied by the Patent Office 
and its failure to consider the more pertinent prior uni- 
tary loader constructions before the District Court 
overcome any statutory presumption of validity. Lu- 
gash °196 is merely an obvious adaptation of old uni- 
tary constructions of prior powered loaders in the old 
combination previously claimed in the ’227 patent. 
There is no unexpected result. The progress of science 
is not promoted. 


The District Court considered the asserted ‘clearance 
problem” of ’196 and plaintiffs’ allegation of a new re- 
sult by a new combination, but correctly found to the 
Gentrary. {t made no reversible error in fact or law, 
The ’196 patent is invalid because the unitary or main 
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frame construction adopted by ’196 was old in the art; 
there is no substantial difference in making powered 
loaders for vehicles unitary whether the load carrying 
platform folds down, out, up or over; 7196 attempts to 
monopolize a combination of old elements which per- 
form no new or unusual functions in combination; ’196 
claims the same old combination of elements claimed in 
the prior ’227 patent with an obvious modification or 
alleged improvement in the main frame element; and 
because the ’196 claims incorporate the claimed subject 
matter of ’227 in combination with other disclosures of 
the prior art in a variant over ’227 which is obvious to 
those skilled in the art. 


Defendant was making powered loaders for vehicles 
long prior to plaintiffs and had adopted the prior well- 
known unitary construction for its loaders to allow ease 
of installation on vehicles, whether at defendant’s plant 
or out in the field. Defendant’s only modification of its 
admittedly old, prior art, non-patented construction of 
loader was to adopt the old folding platform concept of 
any of the Narvestad, Jester or Peters patents to facili- 
tate dock loading. This prior folding concept to allow 
dock loading of powered truck loaders was part of the 
prior art freely available to those persons skilled in the 
art to adopt and use. 


Defendant has the right to make use of prior art 
concepts and construction taught by prior patents 
whether they were ever in fact commercially used be- 
fore or not. It cannot be held to intritige enigma: 
plaintiffs’ patents which were issued by Patent Exam- 
iners who were unaware of the true state of the art and 
applied an admittedly low standard of invention. De- 
fendant’s prior art unitary truck loaders employing the 
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prior art folding platform cannot be held to infringe 
later conceived patents. The District Court’s conclusion 
of invalidity as to the ’196 patent should be affirmed. 
C. A. MiKxetta, 
WILLIAM Poms, 
Guy Porrer SMmItu, 
of 


MIKETTA, GLENNY, Poms & 
SMITH, 


Attorneys for Cross-Appellee. 
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